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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claim 11 is rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject 

matter which applicant regards as the invention. 

Regarding claim 11, this claim recites the limitation "said prompting". There is 
insufficient antecedent basis for this limitation in the claim. 

Regarding claim 22, this claim recites the limitation "providing an advertising 
provider", it is unclear as to how an advertising provider can be provided. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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2. Claims 1-3 and 6-8 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Kent (U.S. Pub No. 2002/0040374). Kent teaches a method and system of creating 
personalized publications that includes all of the limitations recited in the above claims. 

Regarding claims 1-3 and 6-8, Kent teaches storing advertisements (Paragraph 
0079, Sentence 1) and media selections (Paragraph 0058, Sentence 1), communicating 
with a remote device (Paragraph 0083, Sentence 1), printing hardcopy media products 
(Paragraph 0083, Sentence 1), retrieving information from a user (Paragraph 0038, 
Sentence 1), and displaying lists of available media selections (Paragraph 0038, Last 
Sentence). Media publisher computers and advertisement providers are inherent in the 
system. 

3. Claims 10, 16-18, 22, and 24 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Castle (U.S. Pub No. 2002/0077891). Castle teaches a method and 
system of creating personalized publications that includes all of the limitations recited in 
the above claims. 

Regarding claims 10 and 18, Castle teaches inputting user personal information 
(Paragraph 0015, Sentence 2), obtaining a media request from a user (subscribing is a 
request) (Paragraph 0010, Sentence 1), querying at least one advertising provider for 
an advertisement and receiving the advertisement in electronic form (Paragraph 0029, 
Sentence 1), and merging the media and the advertisement for the user (Paragraph 
0027). 
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Regarding claim 16, Castle teaches receiving bids for advertisements 
(Paragraph 0029), comparing the bids (abstract), selecting a winning bid (highest- 
paying) (abstract), and informing the advertising provider of the winning bid (inherently 
informed when a bill is sent). 

Regarding claim 17, Castle teaches the advertising provider as specifying the 
size or location of the advertisement within the publication (Paragraph 0016, Last 
sentence). 

Regarding claims 22 and 24, Castle teaches receiving advertisement 
information and user information from a media creation service (providing assurance) 
(Paragraph 0014, Sentence 1), determining and submitting a bid for an advertisement 
and submitting the advertisement in electronic form (Paragraph 0029). User 
demographic information includes income, interests, profession, and user preferences 
(Paragraph 0015, Sentence 4). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Kent (U.S. Pub No. 2002/0040374) in view of Castle (U.S. Pub No. 

2002/0077891). 
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Regarding claim 4, Kent teaches a user profile database (Paragraph 0031, 
Sentence 1), a media database (Paragraph 0058, Sentence 1), and an advertisement 
database ((Paragraph 0012). Kent doesn't specify the advertisement data is also 
having corresponding bid amounts. Castle teaches a personalized publication system 
and method that takes bid amounts into consideration and stores them with 
advertisements (Abstract). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to auction advertisements in personalized 
publications. "In this way advertising is sold at at least a "market" rate..." (Paragraph 
0026, Last sentence). 

Regarding claim 5, Castle teaches that user demographic information includes 
income, interests, profession, and user preferences (Paragraph 0015, Sentence 4). 

5. Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kent (U.S. Pub No. 2002/0040374). 

Regarding claim 9, Kent teaches a user a registering (subscribing) with a 
publication (Abstract). Kent doesn't specify that a user needs to log in or is assigned a 
password to authenticate. Official notice is taken that it is old and well known to be 
assigned and input log-in identification when giving personal preference information 
online. Authentication is used by Amazon.com (as well as numerous other online retail 
sites and publication sites) to store wish lists and user preference information. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to assign an identifier to a subscriber and use authentication methods to verify 
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said subscriber. This would allow subscribers to change preference information when 
needed. 

6. Claims 19-21 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Castle (U.S. Pub No. 2002/0077891). 

Regarding claims 11-13, Castle teaches a user a registering (subscribing) with 
a publication (Abstract). Castle doesn't specify that a user needs to log in or is 
assigned a password to authenticate. Official notice is taken that it is old and well 
known to be assigned and input log-in identification when giving personal preference 
information online. Authentication is used by Amazon.com (as well as numerous other 
online retail sites and publication sites) to store wish lists and user preference 
information. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to assign an identifier to a subscriber and use 
authentication methods to verify said subscriber. This would allow subscribers to 
change preference information when needed. 

Regarding claims 19 and 23, Castle teaches receiving advertisement 
information from a media creation service (providing assurance) (Paragraph 0014, 
Sentence 1) and sending an advertisement and bid in electronic form (Paragraph 0029). 
Castle also teaches the price an advertiser is willing to pay as varying based on size of 
the advertisement, location of the advertisement (Paragraph 0012), or number of times 
in which the advertisement is printed (Paragraph 0029, Sentence 2). Castle does not 
specify the advertisement information as including the factors that affect the price of the 
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advertisements. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made for the media service to give an advertiser an idea of what 
advertising space is available should a publication opportunity arise before a bid is 
placed. This would give the advertisement provider a better opportunity at having his 
advertisement published (knowing what dimensions and location preferences would be 
optimal). 

Regarding claim 20, Castle teaches that the advertisement provider is assured 
that the advertisement will be matched to demographics of subscribers (Paragraph 
0014, Sentence 1). This will inherently aid in determining a value for the advertisement. 

Regarding claims 14 and 21, Castle teaches that user demographic information 
includes income, interests, profession, and user preferences (Paragraph 0015, 
Sentence 4). 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The following references are cited to further show the state of the art with respect 
to targeted advertisements in publications and bidding systems: 

U.S. Pub No. 2002/0046089 to Zom 

U.S. Pub No. 2002/0087594 to Peters 

U.S. Patent No. 6,324,519 to Eldering 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bekerman whose telephone number is (571) 

272- 3256. The examiner can normally be reached on Monday - Friday, 7:30 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric W. Stamber can be reached on (571) 272-6724. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

MB 

JEFFREY D. CARLSON 
PRIMARY EXAMINER 



